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EUROPEAN COURT OF JUSTICE ON THE USE
OF A PREVIOUS TRADEMARK REPUTATION
IN TERMS OF INFRINGEMENT

Summary

The proprietor of the trademark has the right totpbit the use of a protected
(or similar) trademark, which may mislead consumtrgs debatable whether this
notion is considered only through the prism of diative criteria or for its
determination it is necessary to apply qualitativiteria. Quantitative criteria refer
to the necessary degree of brand awareness imnatie, tand qualitative ones refer to
all the circumstances that can affect the good tedjfmn of the so-called trademark
reputation. The subject of research is the caseofilie European Court of Justice,
which will determine how the court acts in casedraflemark infringement by
exploiting its reputation. To this end, the authamske an analysis of Directive
207/2009 which regulates the issue of relativeamador refusal of registration.

According to the provisions of Directive 207/208% member states of the
European Union in their legal solutions should pdevprocedures, measures and
legal remedies in which way the realization of lggyatection would be ensured.

Key words: trademark, distinctive character, trademark infiamgent, legal
protection.

1. Introduction

The large number of goods and services on the imardeifests the need for
mutual differentiation, how, and in what way, itwle be possible for consumeis

! "Consumer" in the sense of the Law on ConsumeteBtion ("Official Gazette of the
Republic of Macedonia" No. 38/2004, 77/2007, 1038®4/2011, 164/2013, 97/2015 and
152/2015, in hereinafter LCP), is any natural pensto buys products or uses services for
direct own consumption in the business premistésedfader, outside the business premises as
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users of services to recognize where the productssarvices come from and on
what basis they should determine their purchasgserof services. Consequently,
enabling consumers to identify a product, whethés the goods or services of a
particular tradef is a major function of the trademark to distinguisfrom other
identical or similar products of competitors. Noagsl ie in the modern conditions of
realization of the legal transactions, there aelasic ways of acquiring the right of
a trademark as a subjective right of industriapprty, namely:

- Acquiring a trademark right by using a sign (taese well-known trademarks)
and,

- Registration of the right in the appropriate regr.

According to the first way provided in theory andgtice, when using a certain
sign for marking goods or services, the priorityterms of acquiring the right as
subjective, has the one who first used a certgim t& mark the goods or services.
More precisely, the establishment of a certain @mphrough long-term use of a
specific mark, regardless of the fact that it isnegistered in an appropriate register,
gives appropriate rights to the holder of thisttigh

Acquisition of a trademark right by use is a tiaditapplied in Anglo-Saxon
law? This system has been adopted in many countri¢s asiSwitzerland, Brazil,
Great Britain, USA, Italy.

The absolute reasons for refusing trademark ratisirare in the function of
protecting the public interest and apply to alhsigegardless of the type of goods or
services in question. The main reasons for rejeetie those based on distinctiveness,
descriptiveness and generism. One of the basidgtiooadfor achieving its function of
a trademark is distinctiveness. A trademark isilidigfor distinction if it gives a
special distinctive character to goods or servinesomparison with identical or
similar goods or services, and this can be notigethe average consumekore
precisely, not to mislead him or her, which mayatiegly affect the stability of the
legal trade of goods and services, the confidehtteeaonsumer sector in the market

well as with remote agreements for purposes thahatofall within his/her commercial,
economic, craft or professional activity.

?In the economic literature, the trader is oftemeged with an enterprise, firm, company, etc. It
is not just about terminological determination. &man enterprise in the sense of the Law on
Trade Companies (LTC) is a business enterprisamanthject of law that can be subject to sale
and purchase. In contrast, the company in the s#rtbe LTC is the name under which an
entity with the status of a trader conducts itsrimss activities. Finally, the term company has
penetrated the Macedonian legal system under ftheerioe of comparative terminology.
However, for the proper application of substargind meritory law, it is essential to determine
the status of the entity. According to the LCTraalér is any entity that is registered in the trade
register, performs trade activity in one of tharferknown to the LCT (AK, KD; KDA, JTD,
DOO-DOOEL, TP - sole trader).

3 Mapxkosul), C. M., [Ilpaso unmenexmyanne ceojune, benrpan, 2000, p. 147.

“ Besarou, V., Intelektualna svojina, Beograd, 2000, p. 148.
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of goods and services, repercussions on the ecoriontigrms of distrust or
consumption of less quality goods and services.

Each legal system that recognizes legal proteaifon trademark, provides
specific regulations that regulate the criteriadssessing the similarity of the mark,
its distinctiveness and recognizability on the $asfi continuous use. The latter
primarily due to the protection of the average nomer and the danger of abuse and
bringing consumers into an unenviable position.

2. Decision of the national courts

On 27 April 2009, Ms Zainab Ansel and Mr Roger Anagplied for
registration of an EU trademark with the Europeariol Intellectual Property
Office (EUIPO) in accordance with Regulation (EQ).1207/2009 of the Council.

The request referred to the registration of a &tive sign that contained the
green and yellow colors, as follows:

F

ZARA

e

The disputed Zara Tanzania Adventure designatios sudbmitted in April
2009 by Ms Zainab Ansel and Mr Roger Ansel as ardiive designation for
classes 39 (travel and tourism services), 41 (fdléducation and training services,
ecology, safaris) and 43 (travel, agency and tsmelices). In August 2009, the
applicant Industria de Disefio Textil, SA (Inditéodiged an objection under Article
41 of Regulation no. 207/2009 (now Article 46 ofgRkation 2017/1001) against
the registration of the mark required for all thmwe services, relying dts own
previous and welknown EU mark ZARA.

Zara has revolutionized the fashion world and #xélé industry, giving birth
to the very concept of "instant fashion". As a vikelbwn trademark it enjoys a high
degree of legal protection.

The notion of distorting the reputation of the &adirk is applied in various
variants to a certain factual situation, in ordeigive the mark wider protection.
The effect of trademark infringement is based anftitt that a good reputation
enjoyed by a particular product can often be usedtfe purposes of unfair
competition. Namely, it is important in trade, fvnsumers to associate a good
reputation with products whose quality they arevomred of. In this case, the
intention of the applicant for registration of thmademark ZARA TANZANIA
ADVENTURES is clear.

Protection against the exploitation of reputationplies the existence of
objective and subjective criteria. Within the oltijee criteria, it is a trademark that
does not have to be famous, but still stands am fthe mass of the usual
trademarks. In a subjective sense, the person whe someone else's mark is
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requiredto do so with the intention of using the good rafioih for their own
productswhich in this case is the cas&he intention to exploit usually arises from
the objective circumstances related to the actind,the clue, for example, may be
the degree of familiarity of the signs in the trade

The concept of a well-known trademark in the piiovis of the Law on
Industrial Property is within the meaning of Ai@-bis of the Paris Convention, ie
Article 16 (2) of the TRIPS Agreement. This ingtitaleviates from the principle of
specialty and under extended conditions strengttmensionopoly character of the
trademark, taking into account that its effectxterded to all goods and services.
The World Intellectual Property Organization (WIR@¢scribes several criteria on
the basis of which a trademark is known or hot.

The notion of well-known trademarks is not pregisigfined either in national
legislation or in international conventions, andherefore subject to analysis in
theory and in case law. Namely, the question igutlible whether this notion is
considered only through the prism of quantitativeea or for its determination it
is necessary to apply the qualitative criteria all. \@uantitative criteria refer to the
necessary degree of brand awareness in the tradiejualitative ones refer to all
the circumstances that can affect a good reputatienso-called reputation of the
trademark. Due to the fact that neither the lantine legal regulations regulate the
criteria on the basis of which the reputation tle@emark will be assessed as well
as the manner of their proper application, it lsaveom for the competent
authoritiesto apply the principle of free evaluationdetermining criteria for
evaluation of the same.

However, neither in the literal sense, nor in txese of Art. 5, p. 2, Directive
89/104 / EEC may not require the mark to be knawa percentage of the relevant
public. The required degree of recognition is aderd to be achieved if the
trademark is known to a significant part of thetipgrants in the trade in which the
products or protected services are sold. In exagitkiis requirement, all relevant
circumstances must be taken into account, in péatithe commercial value of the
trademark, the intensity and duration of use, thegoaphical distribution of use,
and the volume of investment made by the tradehwider.

The European Court of Justice has taken the viewAlt. 5, p. 2, Directive
89/104 / EEC implies a certain degree of tradensavireness of the relevant

®> The degree of knowledge or recognition by a relepart of the public; the duration, scope
and geographical area of use of the trademarkcluhation, scope and geographical area in
which the trademark was promoted, including theeetthing and presentation of loans or an
exhibition of products / services to which the mealates; the duration and geographical
distribution of the registration and / or applioatiof a sign to the extent that indicates the use
or recognition of the sign; successful proceduretiich the protection of the mark is achieved,
and especially in those in which the mark is retmghas recognized by the competent
authority and the value attached to the mark.
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public, because only in that casgn consumers establish a link between the two
trademarkson the grounds that the old trademark infringeroentirs.

In the impugned decision, the EUPO Appeals Charfdoerd that Inditex had
limited itself to general allegations and had fhile provide evidence that there was
a risk of infringement, and that it had failed #ke into account théuge
differences between the goods and services comtelmditex claims to have
provided evidence which show that the current tiarfdshion brands is that they
are evolving outside the fashion market into nedgimg markets, such as food,
restaurant services, hotels and temporary accontionddurther, noted that
fashion magazines tend to combine articles on dashnd travel, and on social
media bloggers and influencers travel around thdovto comment on the clothing
and accessories they wear during their travels thadjourney itself, including
destinations, hotels and restaurants. Althoughditiguted services in classes 39
and 43 may not be considered strictly similar ®ogbods and services, they are still
related to the relevant commercial sector.

In the present case, if an analysis of the signsaide, it can be concluded that
from a phonetic point of view, the second-instacoencil rightly established that
the disputed signs were partially phonetically ta=h because "they share [also]
the same pronunciation of ... two syllables”, ngnieR" and "ra". Second, he
pointed out that these signs differ in the proratiam of the additional elements
"tanzania" and "adventures", which are presentionige disputed sign. Therefore,
conceptually, part of the relevant public wouldgegére the signs as similar to the
extent that they have in common the element "zawhile another part of the
public would consider them different.

The General Court agreed and held that, accorditigetcase-law, the second
instance council erred in finding that the applidaad limited himself to making
general allegations concerning the risk of unfag af the distinctive character and
reputation of the earlier trademarks. Since thereurrently a trend for brands
present in the fashion market to evolve into otmarkets,the risk of unfair
advantage cannot be ruled out despite the differehbetween those goods and
services

It is necessary to take into account all the factelevant to the circumstances
of the case in order to determine whether theaerisk of the type of infringement
referred to in Article 8 (5) of Regulation no. 22G09. Namely, there is a
connection between the reputation and the distmatharacter of the previous
marks and the existence of a risk of infringemehé stronger that specific
character and reputation, the easier it is to adbepthose risks exist, which also
means that it will be easier for the applicantuifilf his or her obligation to prove
that there is a risk of infringement.

In this case, the second instance council did oosider the impact of the
previous trademark reputation strength on the erist of a risk of unfair use and
of the distinctive character or reputation of theyous marks and did not conduct
an overall assessment of the risk of infringemet#ted to the unfair use of the
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reputation. As such, the impugned decision was partially dadubecause the
second instance council partially upheld the apfmljed by Ms Ansel and Mr
Ansel (case R 2369/2011-2) which allowed the maduested to continue with
registration in respect of services of classe8a.

The purpose of Article 8 (5) of Regulation no. (ED)/2009 is to enable the
holder of aprevious EU national or trademark to have a reputat for opposing
the registration of marks which are likely to be tdenental to the reputation or
special character of the former mark or to misuskat mark or distinctive
character. It is not required to prove the actual harm, fimirha facie evidence of
future risk, which is not hypothetical, of an unfaflvantage or harm. The stronger
the character and reputation of the previous ntlaekeasier it will be to accept that
it has been damaged.

The second instance council should have taken amiwount thegreat
reputation and special distinctive charactef the previous marks in its assessment
of whether there is a risk of unfair use or dantagie distinctiveness or reputation
of the previous marks. The greater the risk of t#ukien, the greater the distinctive
power of the marks, which means that trademarks grieater distinctive power
enjoy wider protection from trademarks whose disiwe power is lower.

3. The distinctive character of the trademark

Distinctive character is the ability of a partigulabel to individualize a
particular product or servieln this context, labels may be more or less
appropriate to identify products marked as origirggin a particular enterprise, as
well as to distinguish them from the products dfieotenterpriseS.This is a
dynamic category that must be visualised in thestend space context of a
particular market. One of the important factors in determining thengda of
substitution is the distinctive power of trademee&ognition. Namely, the danger
of replacement is even greater if the distinctivevgr of the mark is greater, which
means that trademarks that have greater distinptveer enjoy wider protection
from trademarks whose distinctive power is loWwekabels protected with
trademarks are divided into: weak, average, weallaknand famous. Well-known

® Karl-Heinz Fezer, listed comment, p. 207-209.

! Opinion of Advocate General JacoBs; 342/97 Lloyd Schuhfabrik Meyer & Co. GmbH
Klijsen Handel

BV, of 29. 10. 1998. item. 22, available at : catimopa.euljuris/liste.jsf?num=C-342/97.

8 Cnobonan, M., Haueno cneyujarnocmu sicuea u 3a0pana paseooibasaibd YyeeHoe dicuca -
npagHoexonomcko mymauerse, Anamu IlpaBHor dakynrera y beorpany, 6p. 1/2011, p. 44;
Munamunosuh, 3., Bnoycmpujcka ceojuna, Hum 2007, p. 158-160.

° Fezer, K.-H., Gemeinschaftsrechtliche Verwechslungsgefahr alsdukt&ontrolle und
Produktverantwortung des Markeninhabers - Zur CanoreEntscheidung des EuGH
Wettbewerb in Recht und Praxis, no 11/1998, p. AR2&ukosuh, b., Jeckpunmugnu snayu
y npasy o xcueosuma, Kparyjesary 1996, p. 83.
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trademarks have a pronounced distinctive poweigiwtan be acquired not only on
the basis of registration but also on the basisef

4. Decision of the European Court of Justice
in case T655/17

According to Directive 207/2009, within three mantiom the publication of
the EU trademark application, a notification of agifion to trademark registration
on the grounds of Article 8 due to which the traddatan not be registered may be
filed by: (a) in relation to Article 8 (1) and (H)plders of the prior designations
referred to in Article 8 (2), as well as licensepproved by the holder of those
designations.

In the mentioned case, the dissatisfied party thighclaim, requests a verdict
that will annul the decision in the part with whittte appeal is partially accepted
and which approves the registration of the tradkmeported for the services listed
in item 3 of the decision in terms of of the Nicgréement on the International
Classification of Goods and Services for the Regjish of Trademarks.

The European Court of Justice noted that the selcmtahce council did not
take into account the high level of recognitionpaévious Inditex brands or their
degree of specificity to assess whether there waskathat the later trademark
would tarnish the reputation of the previous tragdmor cause damage to
distinctive character or reputation of previous keaunder Article 8 (5) of
Regulation no. 207/200@lespite the differences between the goods andcssrvi
covered by the respective designations of thegsarti

The essential function of a trademark is considéoetle the origin of the
product - enabling the consumer to distinguish betwdifferent goods or services.
This function indicateghe legal source that produces the specific pradigct
indicates that the product always comes from theesaompany. Assessments
should have one explanation; not origin, but pregEnm of uniqueness. This would
mean that the trademark holder is entitled to ptiate even when the mark is used,
even on different types of products or servicesn&oof course, will oppose the
claim that this will monopolize the market exceslivand limit creativity. In this
regard, Article 8 (5) seeks to strike a balance.

The European Court of Justice ruled that Safaatiemark was too similar to
be registered. It acted correctly when it overtdrtiee decision of the EUPO
Second Instance Council and banned registratiomelNa the Zara trademark is
well known internationally and therefore enjoysighhlevel of legal protection.
Through the request for registration of a trademdrich is similar and identical to
the previous trademark ZARA, the intention of tipplecant is evident. Exercising
the distinctive power of a trademark, and achiebiegefit.

Hence, it is correctly established that two companivith very similar
trademarks - ie. any word, name, symbol or desigany combination thereof, is
used in the trade to identify and distinguish tleeds of one company from
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another. With this in mind, the SPEU's decisiorrdject Ansell's application -
which largely depended on Zara's parent companteksl argument that fashion
and travel are not so different - is striking. T®eurt found that, in line with the
current trend of fashion brands developing in otitmarkets, the risk of unfair
advantage could not be ruled out despite diffeehedween goods and services,
and stressed the importance of taking into accallnfactors relevant to the
circumstances of the case in order to determinggké.

The notion of danger of dilution is created in tase law and for its shaping
and development, the insufficient precision is abgristic, as well as the unclear
distinction from other forms of protection, andnpeirily from the use of the
reputation of the trademark. For example, in trdgent "Odol" it is stated that
the defendant has an open intention to benefit fterproducts in circulation and
especially through the good reputation of the et Odol*° On the other hand,
if an unauthorized person uses a mark that isahe sas the mark of a protected
reputable trademark for any kind of goods or ses/ibe may be sued for an act of
unfair competition which in the legal literatureaiso called trademark dilution.

The “Odol” verdict provides legal protection for Nenown trademarks. This
verdict became world famous after the reasonirtheElberfeld Court of Appeal,
so the plaintiff states that he has a specialéatén his mark not being diluted. The
explanation states: Odol was a well-known brandjez8s on the market used with
great sales power. In this case, the plaintiffdfiee lawsuit for dilution of his
trademark because consumers were confused whetratismark was used for
another type of product and they were confusedas the labeling fact that it is
a trademark with the same quality as "Odol." Thaanation states that, because of
this, the sign loses its advertising power whenesmra uses it to mark their own,
although completely different products. Therefdne, judgment clearly states that
the defendant took action with the sole intentibgaining benefit for his products
in circulation due to the good reputation or tteelémark of the plaintiff. Because
the defendant takes actions contrary to good cusstaenappropriates fruits for
himself, he realizes a certain benefit in somedse'sename and account, in fact
thus violating Article 826 of the Civil Code of ®aany. The Court also considers
that it is advantageous to apply Art. 1 of the Law Prevention of Unfair
Competition, stating: The parties are not in a cefitipe relationship, but in this
case it is not significant. Conversely, it is stiffnt for a person who acts contrary
to good customs to include two persons in the ctitigre

Thus, infringed trademark rights can be found betwempanies operating in
different industries, even if, as we have seentheethey nor their goods and/or
services show any similarities. This suggests fitratvell-known fashion brands,
trademark protection may extend beyond the rangeads and services for which
the trademark is actually known. However, convigoavidence will need to be

19 Schechter's , FThe Rational Basis of Trademark Protectid@. Harv. L. Rev, 1927, p.
813.
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presented to show the presence of a "connectigh&iminds of consumers and the
risk of infringement.

Second, if an unauthorized person uses a mark whitie same as the mark
of a protected trademark for any kind of goodseovises, he may be sued for so-
called dilution of the trademark.

5. Conclusion

Article 8 (5) of Directive 207/2019 should be imested as meaning that a
previous EU trademark with a reputation may belehgkd against the registration
of marks which are likely to be detrimental to thputation or distinctive character
of the former. The provision itself gives the rightthe holder to exercise legal
protection of his violated or endangered righttiis case, the intention of the
applicant is clear, to use the reputation of thdemark for its advertising on the
one hand and to mislead the consumers on the lnihel The effect of trademark
infringement is based on the fact that a good etjout enjoyed by a particular
product can often be used for the purposes of uafanpetition. The intention to
use usually arises from the objective circumstamekded to the action, and the
clue, for example, may be the level of familiadofthe signs in the turnover.

In other words, the measures for exercising legateption must be effective
and proportionate and must have the effect of piteng a third party from
committing an infringement. At the same time, thayst address the prevention of
future infringements of intellectual property righas is the case here.

Ap Munnya LLlyToBa, BaHPEAHN rpogecop

llpaBHor gakysrera YHunsepsurera ,loye fenqyes" y LLituriy
Ap Kcernja Brawkosmh, capagHmya

Pekropara YHusep3uteTa y KparyjesLy

EBPOINCKU CvyA4 NPABAE O NOBPEAWM PENMYTALMIE XXUTA

Pe3ume

Bracnux srcuea uma npaso 0a mpehum nuyuma 3a6panu ynompeoby 3awimuheroe
(e cnuunoe) orcuea, 3a obenedcagarse UCMUX UTU CIUYHUX NPOU3B00d, HuMe ce
enumunuwe mocyhnocm 3abnyde nompowaya y noaiedy NOpekia npouzsooq.
Huckymabunno je oa mu ce HageOeHa CUmMyayuja ROCMAmpa camo Kpo3 Npusmy
KGAHMUMAMUGHUX KPUMEPUjyMa WU je 3 KOHKDEMHO oopehusarbe HeonxooHo
ApUMeHUmy  Keaiumamuere Kpumepujyme. Keanwmumamusnu Kpumepujymu ce
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00HOCe Ha nompebarn cmenew ceecmit 0 Openoy y mpeosutlL, d KEATUMAMUEHU HA C6e
OKOTHOCIU  KOje Mocy ymuyamu Ha 000py penymayujy oscuea. Ilpeomem
ucmpaoicusarea je cyocka npaxca Eeponckoe cyoa npasde y rojoj ce ymaphyje
nocmynaree y ciyuajesuma nogpede dicuea uckopuwhasareem 1e2ooe yeneoa. Y
mom yuwy, aymopu anamnsupajy Jqupexmusy 207/2009xoja pecymuwe numarse
PenamueHux paznoza 3a 000ujaree pecucmpayuje.

Tpema oopeobama Jupexmuse 207/2009 0poicase uranuye Esponcke yuuje y
CE0JUM 3AKOHCKUM peuiersuma mpeba 0a npedguoe HOCMmynKe, Mepe U NPasHe J1eKoee
Kojum Ou ce 06e30e0uno 0cmeapusarse HeonxoOHe NPAagHe 3awmume.

Kuwyune peuu. odicue, OUCMUHKIMUGHU Kapakmep, nogpeoa oicued, NpaeHd
3aumuma.
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