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FUNDAMENTAL CRITERIA FOR DETERMINING
THE RISK OF CONFUSION REGARDING
THE PRODUCT ORIGIN IN TRADEMARK LAW

Summary

The risk of confusion regarding the product's arig one of the fundamental
concepts of trademark law because marking theroiigthe original function of the
trademark. "To ascertain this substitution, théecia outlined in Article 10 of
Directive No. 89/104 are employed, which then wlexeeloped in court practice.

By looking at all the criteria and their mutual adibnship, we can conclude that
there is a danger of confusion regarding the oright the same time, the lower
intensity of one can be compensated by the higteangity of the other. Thus, a low
degree of similarity of marks can be compensated bigh degree of similarity of
products and vice versa.

Key words: likelihood of confusion, protection, distinctive achcter, the
similarity of signs and products.

1. Introduction

When two trademarks are similar, they are mordyike be confused with
each other and injury may occur. Determining whethere is a likelihood of
confusion between two marks involves comparing teeks. The degree of
similarity between trademarks is tested on fourelgv appearance, sound,
connotation, and commercial impression. It showdblorne in mind that the
lower the degree of similarity between two traddmathe higher the degree of
similarity of the products should be for there ® d danger of substitution in
terms of origin and vice versa.
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When talking about the similarity of trademarkssitcrucial to understand
that the purpose is to protect consumers from aoifu In other words, does
the consumer believe that the rights holders otwieetrademarks are related or
that the products or services come from the sam&cso According to
established case law, the risk that the public bdlieve that the product or
services in question come from the same undertakimpt, as the case may be,
from economically related undertakings, constitatdigelihood of confusion.

A central issue is the risk of confusion as to tmigin of the product.
Mutual similarity of signs is one of the most imgzort criteria used to
determine this confusion.

More precisely, delusion (confusion) can be exméda several ways. In
the trademark context, the test for the basic @fpeonfusion is to determine
whether the similar sign is so similar to the pcote trademark as to confuse a
large number of average consumers.

The EUTMR does not define the term "likelihood amtusion”, so the
precise meaning of "likelihood of confusion" hagihéhe subject of discussion
by many authors and cases for years. Today, theP@Uhccepts the
jurisprudence of the European Court of Justicefalidws the trend according
to which "likelihood of confusion” fundamentally fees to two specific
situations in which: the public is confused aboub trademarks, b) they are
connected and assumed that the products and searie®f the same origin.

2. Similarity of signs

Per section 43(a) of the US Lanham Act, 'fallagrtgins to a resemblance
that induces confusion. This stipulation prohilaitsy person from utilizing any
word, term, name, symbol, phrase, or any amalgamatereof, which is likely
to create confusion regarding the source, sponiggreh endorsement of their
products.* We can talk about competition between productsrwitey are
interchangeable with the same or similar produntsther words, in addition to
the same and similar purpose, they target the samsumers. Complementary
products and services are those which are clostdyed to each other in the
sense that a particular product or service is ¢éiséadn the use of another, so
that the relevant public may assume that they maigi from the same
producer

! The Sabel vs Puma case, decided back in 199prbaed to be crucial in helping

parties understand how 'likelihood of confusionexamined, as it established several
fundamental propositions which helped in understapevhat ‘identical marks' are, and
how to assess, in a number of stages, the notidikalthood of confusion'.

% See: http://www.bitlaw.com/source/15usc/1125.html
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The case of Sabel v. Pufndecided back in 1997, proved to be crucial in
helping parties understand how "likelihood of camfm" is tested, as it
established several fundamental propositions téigeld to understand what are
"identical marks" and how to assess, in severgestathe notion of “likelihood
of confusion. In general, the assessment of "likad of confusion” involves
several factors, the most important of which are:

- Similarity between products or services

- Similarity between tags

- the dominant character of the marks.

- the distinctiveness of the mark

- the relevant public.

The fact that no specific criteria are spellediauhe EUTMR, nor are any
specified by the EUIPO, the EUIPO itself basesciaflicting decisions on
factors created through case law. To apply Art&(&) (b) of Regulation No.
207/2009, the likelihood of confusion presuppodest the sign for which
registration is sought and the previous trademaeki@dentical or similar and
that the products or services covered by the agipdic for registration are
identical or similar to those in respect of whidhe tprevious mark was
registered. Those conditions should be met cunveligt!

Moreover, in the Canon vs MGMudgment, the court went a step further
by emphasizing that all criteria relating to thequcts or services themselves
must be taken into account. With the "CANONtdgment, new criteria were
established for determining the similarity of prottuand services. Namely,
when determining the similarity between the produad services marked by
the older well-known mark Canband the younger mark CANGNhe Federal
Supreme Court of Germany stopped the dispute daded the question to the
European Court of Justice: "Can, in determining gtmailarity of the products
and the services, according to art. 4, paragragh)Directive 89/104/EEC, to
take into account the distinctiveness and famiijaof the old trademark, while

3 Case C-251/95 Sabel vs Puma [11/11/1997] Euro@eant of Justice.

* Case C-106/03 Vedial vs OHIM [12/10/2004] Europ€anrt of Justice , para.23

° Judgment of the European Court of Justice, da®e@l 2998, Canon Kabushiki Kaisha

gnd Metro - Goldwyn-Mayer Inc.C - 39/97, Europeauf Reports 1998, p. 5507.
Ibid.

! Japan's Canon Kabushiki Kaisha is the holder @fibll-known Canon trademark for

cameras and projectors, television recording awldrding equipment, and television

station reception, transmission, and playback sesviincluding cassettes, discs, and

video recorders. The above judgment, point no. 2.

8 On June 29, 1986, the American company Metro-Gptdiayer filed an application

for the registration of the CANON trademark for tihesignation of films recorded on

video cassettes, production, distribution, and qutipn of films for cinemas and

television stations. The above judgment, point3o.
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at the same time, the danger of substitution mastdnfirmed? The European
Court of Justice in its preliminary decision poimist that the answer to this
question should be interpreted following DirectB®104/EEC, i.e. point 10.
The protection based on point 10 of Directive 8@/l@fers to cases of
similarity of marks and trademarks and similarifypooducts and services. It is
therefore necessary to interpret the concept afagities concerning the danger
of substitution, which is a specific requirement firotection. Namely, the
danger of substitution should be applied comprdkielys At the same time, it
means that when evaluating the similarity of cerfaioducts and services, all
criteria that reflect the mutual relationship bedwethe products and services
being compared are considered. These criteriaaareng others:

a) the nature and type of products and services.

b) the purpose of the products and services.

c¢) way of using products and services;

g) mutual relationship of competition between comptve products and

services;

d) complementarity of products and servic8s

The term "inter alia” indicates that the enumerataf the mentioned
criteria by the European Court of Justice is onljicative. The similarity of the
products or services cannot depend on a fixed nuane limited criteria that
can generally be determined in advance, with alesinffect in all cases. The
nature and type of the product are determined byctmposition, the physical
condition in which it is located, as well as th@piple of operation. However,
in determining their mutual similarities, in additi to specific properties, a
significant role is also attributed to the impressithat occurs during the
perception of the product in the relevant publionwthe products and services
are used occurs from their direct nature or purpbse example: the way of
using newspapers and books is the same, becausprbducts are intended for

®"In point 10, the rationale states: The primarn aif the protection afforded by a
registered trademark is to ensure the trademaukistibn of indicating origin. This
protection is unconditional in cases of completnidy between the trademark and the
mark, as well as between the product and the serVige notion of similarity should be
construed in terms of the risk of substitution."eTihreat of substitution is a specific
presumption of protection, and whether it existpedels on several circumstances,
particularly the familiarity of the trademark inettmarket, the association that the later
trademark evokes with the well-known trademarkwadl as the degree of similarity
between the trademark and the sign and betweerugiodnd services marked with
them. See: Vlaskowj B., Concept of similar products in the decisions of Bugopean
Court of Justice and in the practice of German fatleourts Pravni zivot, no.
11/2012, p. 724 - 725.

10 Referred judgment, point no. 23. See also: FekeH., Markenfunktionale
Wechselwirkung zwischen Markenbekanntheit und Ratétinlichkeit, Wettbewerb in
Recht und Praxis, no. 12/1998, p. 1123
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reading. Their similarity is confirmed by the samay of use because they are
printed products (same nature) that serve to @meot inform consumers about
something (same purpose).

Although the EUIPO and the courts rely heavily ¢twe tabove criteria
("criteria set out in the CANON judgment"), the @D considered three
additional factors in its guidelin€s

- If the goods or services in question use the sadm&ibution
channel, consumers are more likely to "assume" that goods or
services in question come from the same market.

- The relevant public — the perception of the ratd\public, which includes
current or potential customers, is of great impwéa This relevant public may
consist of the public and business customers.

- The common origin of goods or services is considean indication of
close similarity when, according to the public, ti@ods or services have the
same commaon origin.

In conclusion, it should be borne in mind that ailthh the criteria in the
Canon judgment were originally considered indiviugby the courts to
determine whether there was a likelihood of comfsithis is not the case
today. Thus, determining whether there is a liladith of confusion between
two marks involves a comparison of the marks ashalev When comparing
two trademarks, the signs should be analyzed iin émirety in terms of their
appearance, sound, meaning, and the commerciaéasipn of the trademarks,
whether there is a likelihood of confusion regagdine origin of the productis.

The degree of similarity between trademarks isetesbn four levels:
appearance, sound, connotation and commercial gsjore Deciding whether
two trademarks are confusingly similar can be fatit task that depends on
many factors that vary from case to case. It shbeldorne in mind that the
more similar the trademarks, the more related fhriducts or services must be
for a likelihood of confusion to arise. Furthermotbe more distinctive the
earlier mark, the greater the likelihood of confusi{SABEL, para. 24), and
therefore marks with a greater degree of distiectgss, either by themselves or
because of market familiarity, enjoy wider protentithan marks with a lower

1 Guidelines for Examination of European TrademaBeas't C, Opposition, Section 2.
12t is established case law that the global assesssof the likelihood of confusion, as
regards the visual, aural, or conceptual similasityhe conflicting signs, must be based
on the overall impression they give, consideringter alia, their distinctive and
dominant components. See: https://curia.europamsifhowPdf.jsf?text=&docid=
60419&pagelndex=0&doclang=en&mode=Ist&dir=&occ=t&part=1&cid (see Case
T-292/01 Phillips-Van Heusen v OHIM — Pash Textitvieb und Engelhard (BASS)
[2003] ECR 11-4335, paragraph 47, and the casecited).
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degree of distinctiveness. (see Canon, paragrapt® 18ince trademark
protection depends (by Article 4(1)(b) of the Diree) on the existence of a
likelihood of confusion, signs with a more distiwet character, either by
themselves or because of the reputation they possethe market, enjoy wider
protection against marks with a less distinctivaralter.

The wording of Article 4(1)(b) of Directive 89/104- "... there is a
likelihood of confusion on the part of the publit— shows that the perception
of the marks in the mind of the average consumehefcategory of goods or
services for in question plays a decisive rolehim global understanding of the
likelihood of confusion. The average consumer ndigmzerceives the mark as
a whole bearing in mind their distinctive and doarnihcomponents (see, to that
effect, SABEL, paragraph 23).

Hence, the similarity of the signs is determinemrfrthe aspect of meaning,
as well as visual and phoneticTo determine the similarity, the general
impression of the marks is relevant, which is deieed based on the
distinctive and dominant elements of the markshht sense, in the judgment
"Gold Hase II", the Federal Supreme Court of Geynamphasized: "When
assessing the similarity of the marks based onmpadson of the general
impression, only those similarities of the signattipoint to the origin are
decisive'® The meaning, which for the general impression rigdato a certain
integral part of the mark, depends on its relatigmsvith other parts of the
mark. For example, when determining the generakasgon of a multi-part
mark, the increased degree of the distinctive dteraof one part of the sign
with the distinctive character of the other partsymmome to the fore. As a rule,
markings with a weaker distinctive element do naeéha great impact on the

13 The distinctive character of the earlier mark, @adticularly its reputation, must be
considered when determining whether the similabgtween the goods or services
covered by the two marks is sufficient to give tisea likelihood of confusion and that
the more similar the goods or services coverediamanore distinctive the earlier mark,
the greater the likelihood of confusion. Hence, #ssessment of the likelihood of
confusion "depends on numerous elements, and plarig the familiarity of the
trademark on the market, [on] the connection trext be made with the used or
registered sign, [on] the degree of similarity betw the trademark and the sign and
between the goods or services identified.

* The Court has held that the likelihood of confas@n the part of the public, in the
absence of which Article 4(1)(b) of the Directiveed not apply, must be appreciated
globally, considering all factors relevant to thiecamstances of the case (Case C-
251/95 SABEL v Puma [1997] ECR 1-6191, paragraph, 223). See:
https://curia.europa.eu/juris/ddocument/documeristid=44983&doclang=EN

15 Baumbach, A., Hefermehl, W., cited commentary,38#-423. See more: Mé&riV.,
Similarity of Trademarksraculty of Law, Union University, Belgrade 2009.
16Judgment of the Federal Supreme Court in Gernlazig,57/08 Goldhase I, dated

15. 7. 2010, item. 24, Gewerblicher RechtsschutzWimeberrecht 1/2011, p. 148.
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general impression of some sighsHence, in determining the general
impression of some signs, the decisive factor iw libaffects the average
consumer. Because the basic rule is that the aweragsumer perceives the
mark as a whole and does not pay attention taeits}f the marks must always
be compared with each other as a whole, which doeexclude the possibility
that a particular part or parts may be decisivettier formation of the general
impression'? This part or part of the mark is called the dominglement. This
term also includes the marks themselves, whichsafficient by themselves,
regardless of the other parts of the mark, to eraatimage of it, which remains
in the memory of the average consuriier.

Only in such a case, similarity can be based salelthe dominant element
of certain marks.

If the existence of a dominant element is not éskedul, similarity will not be
confirmed, as, for example, in the judgment "VOLKSBEN/Volks.Inspection™
The similarity of the combined marks is also disassin the "Duff Beef?
ruling, which states: "In the case of the combineatks consisting of parts in
words and parts in images, the market accordingetweral life experience,
decisively focuses on the part with words, becaiisés easiest for the
participants in the trade to name the offered pctslwith words. However, the
parts in pictures can also have a visible meanfrthe part in the word shows
only a small degree of dominance/distinctivenasshé present case, the part in
the words Duff concerning beer has no descriptiharacter, but on the
contrary, due to its brevity and conciseness, gagicularly suited to indicate
the origin. It must therefore be considered thatubke of this part is particularly
appropriate when ordering verbally in restaurafits."

7 Ibid.

8 See more: Vlaskowj K., Protection of well-known trademarks according to
directives number 89/104/EECegal Annals faculty in Belgrade, no. 1/2013, p02

19 Judgment of the Federal Supreme Court in GermBogner B/Barbie B - | ZR
50/11, dated 02/02/2012, Gewerblicher RechtssalmdzUrheberrecht 9/2012, p. 930.
% Hacker, F.Methodenlehre und Gewerblicher Rechtsschutz - daligem Beispiel
der markenrechtlichen Verwechslungsgefahr, Gewerblicher Rechtsschutz und
Urheberrecht, no. 7/2004, p. 549.

2 Judgment of the Federal Supreme Court in GermahyZR 214/11
VOLKSWAGEN/Volks.Inspektion: Schutzumfang einer dieht Marke, of 11. 4. 2013,
Gewerblicher Rechtsschutz und Urheberrecht 12/2018239.

= Judgment of the Federal Supreme Court in Germaaff, Beer - | ZR 135/11, dated
5. 12. 2012, Gewerblicher Rechtsschutz und Urhebbtr no. 7/2013, p. 729.

% In this context see also the judgment of the ReEd8upreme Court in Germany,
Bit/But - of 26.4.2001, Gewerblicher Rechtsschutdd Wrheberrecht 2/2002, p. 167,
169. In the same sense is the judgment "Castell/@WSTEL" in which the court
points out: Concerning wine, the work in the woidastell"' has a weak distinctive
power for marking. For that reason, the parts @& tmage are also important in
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From here we can draw the conclusion that throungh analysis of the
signs it can be concluded whether the signs optbducts match and what is
their distinctiveness. An analysis of the earliarknas a whole determines the
scope of protection afforded by that mark, whichaiseparate consideration
within the likelihood of confusion independent of amparison of the
trademarks.

In this context, the case dfigermeister and the Hungarian mark St.
Joseph? in which Jagermeister's opposition to trademaristeation was
rejected. In the present case, it was considerad ttiere is no similarity
between the two marks, the necessary prerequisitehie applicability of
Articles 8(1)(b) and 8(5) of Directive 2017/100ké¢lihood of confusion based
on similarity and exploitation of the reputation tbfe earlier mark ) is not
fulfilled, because there is a low degree of sintyabetween the grades, it
would be appropriate to examine the remaining reguénts of the submitted
objection. "After Jagermeister appealed to the CotirAppeal, it determined
that there existed a certain level of similaritib@t minimal) between the two
marks, attributed to a specific visual resemblanitefinds that the marks are
identical in terms of their color scheme (greenjteyhgold, and orange/red),
their basic rectangular shape, their constructiod their essential graphic
elements, and their graphic layout (a circular grelement with a portrait-like
bar above orange/red bandejolit states that in the decision, the consumer
usually perceives the mark as a whole and doedeatwith the analysis of its
details®

In particular, the examination of similarity betwesigns does not mean
that only one component of a multi-component traaidénshould be considered
and compared with another trademark. Rather, thgadason must be made by
examining each of the marks concerned as a whaleieMer, only if all other
components of the mark are negligiblee assessment of similarity can be
made solely based on the dominant elemddspite the differences that exist,
especially the differences in the most dominantdaamponents “ST. Joseph”
and "Jagermeister" and concerning the figuratiwmehts (a human head as
opposed to a deer's head), in the decision on affgeaourt took the view that

determining the general impression." See more: g of the Federal Supreme Court
of Germany, Castell/VIN CASTEL - | ZR 112/10, dat8d/05/2012, Gewerblicher
Rechtsschutz und Urheberrecht 1/2013, p. 68.

% See more: 20/06/2023, R 1952/2022-1, ST. JOSERH/ Jtigermeister (fig.)

% Finally, the decision also cites the judgment 6f01.2018, T-398/16, COFFEE
ROCKS (fig.)/STAR-BUCKS COFFEE (fig.) and otherdJET:2018:4, pointing out
that, depending on the degree of recognition ofeifudier mark, even a low degree of
similarity between the signs may be sufficient tequme the existence of a link within
the meaning of Article 8(5) EUTMR.
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the conflicting marks have a low degree of visuafilarity (they are still
similar) because their graphic arrangement is dvegeay similar.

3. Similarity of products

Neither the theory nor the judicial practice definehat should be
considered a "composition" or an element of thekn@xcept that they point to
the absolute and relative reasons for refusingpgfication for registration). It
is easy to identify a composition when the sigrissially divided into several
parts (figurative and verbal). However, the pergepof the sign by the relevant
public is decisive.

Although not explicitly stated in the laws or legabulations, the specific
characteristics of the products or services reptesmique criteria when
defining the relevant public. Depending on the ratof the products and
services, the notion of the relevant public carcdmesidered from general to the
specialized scope of the public. The differenceshmparticularly seen when it
comes to exploiting the reputation and distinctassof the trademark.

When it comes to products that are placed on tmswuoer market, the
concept of the relevant public is identified withetconcept of the general
public, because these products, with their basipgae, are aimed at all. In
contrast, in the case of specific products, theviait public is determined on a
limited scope, because the products and serviesianed at a specialized
professional public in which there is a certaireleaf knowledge and attention.

The similarity of the signs depends on their didtireness and the
dominant element of the signs applied to the prsdud/hen comparing the
visual, phonetic, and conceptual similarity of gigns, it must be determined
whether the signs applied to the product coincideare different elements,
taking into account their distinctiveness and dange on the one hand and
whether and to what extent these elements coinithethe total impression of
the sign. It depends on this that the degree oilagiily in each aspect (visual,
phonetic, and conceptual) of the component of teeipusly registered and the
disputed trademark should be examined. It is ingmbrto distinguish between
the distinctive element of the component of theknaand the earlier mark.

Consumers perceive products with one word regasdiesvhether the sign
consists of several components, in particular, whene part has a clear
meaning (verbal elements), while the rest is medess or has a different
meaning. (14/07/2005, T-312/03, Selenium-Ace, EROD5:289Y°

For example: in the case of the product SNICKER®&agh the sign
consists of several components, the consumer'sptoa is only in the word
snickers. In the specific example, the verbal eld@nsethe word snickers. It has

% gee: https://euipo.europa.eu/
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the most dominant role in the recognition of thgnsand makes it distinctive
from other signs for similar or the same products.

The concept of distinctive power refers to the cépaf a specific mark to
differentiate particular products or services. Witthis framework, marks can
exhibit varying degrees of distinctiveness in tlability to identify products as
originating from a specific company, thereby settiimem apart from the
offerings of other companies. One of the importaictors in determining the
danger of substitution is distinctive power. Distiie character is a matter of
degree and, when analyzing distinctiveness, anglidcale is applied by which a
component of the sign may lack distinctivenessgaltioer and be entirely
distinctive. A sign element is not distinctivetifi exclusively descriptive of the
goods and services themselves or of the charaaterisf those goods and
services (such as their quality, value, purposegiroretc.) and/or if its use in
commerce is common to those goods and servicegleinent of the sign can
be distinctive but of a low degree (weak) if itenef to (but is not exclusively
descriptive of) the characteristics of the goods services.

To establish that there is a dominant elementriragk, the mark must have
at least two recognizable components. A decisiostnde made to identify
which of the component signs is dominant. In thel@ation of the dominant
character of one or more components within a comptademark, it is
imperative to consider the intrinsic attributeseaich component, in particular,
the intrinsic qualities of each of those compondmntscomparing them with
those of the other components. In addition, thatired position of the various
characters in the complex mark may be taken intocowat?’ The weak
distinctive character of an element of a complexkmdoes not necessarily
mean that that element cannot represent a domiekmient because, in
particular, due to its position in the sign orsige, it can leave an impression on
consumers and be remembered by them. Consequehdy,fact that a
component of the mark may or may not be consideosddistinctive (or has a
low degree of distinctiveness) has no bearing eragsessment of the dominant
charactef®

Consumers perceive products with one word regasdiesvhether the sign
consists of several components, in particular, ehene part has a clear
meaning (verbal elements), while the rest is medess or has a different
meaning.

*" See more: Case R 1952/2022-1, decision of thé Bivard of Appeal of 20 June

2023. Here we would also mention the case of Jagjeten and the Hungarian mark St.
Joseph, in which the Court of Appeal found that ierks were identical in terms of

their color scheme (green, white, gold, and oraegé/and the graphic arrangement of
the marks applied to the product.

2 https://euipo.europa.eu/tunnel-web/secure/webdastigioeument _library/contentPdfs/law
_and_practice/
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For example:

The dominant element of this trademark is the WEESRO.
In practice, cases can also be encountered wiegtenrarks are registered only
in words, not in appearance. It follows that therdvthat is registered as a
trademark is a verbal element of the product.

" PROSTATOL
B COMPLEX

In this specific case, the registered trademark FREMOL is the holder
of the right to trademark PROSTAMOL in words, notappearance. From the
packaging of the product, it can be noted that daleelement is the word
"PROSTAMOL" written in Latin letters. In additioo the verbal element of the
product packaging, other signs are also applied,they have a descriptive
character.

From the case law it can be noted that the glolssessment of the
likelihood of confusion must be based on the oVerapression they give,
taking into account, inter alia, their distinctimed dominant componerﬁ%lf
two trademarks use the same word or term, the signde considered similar
in appearance, and if one of the trademarks adusr detters or words to it,
especially when it comes to an element of a desegimature of the products.
There is a possibility of confusion among consunietke verbal element of
both signs is the same and is dominant in the tnade especially if they are
products of the same cla¥sWhen comparing two brands, in addition to
appearance and sound, the commercial impressiatsastaken into account.
Hence, the consumer had the opportunity to encouhte trademark in the
market, observe the appearance, perhaps hear hewouitded, discern the
meaning, and develop a commercial impression ofmhek together with the
products and services.

? gee: case T-292/01 Phillips-Van Heusen v OHIM —shP&extilvertrieb und
Einzelhandel (BASS) [2003] ECR 11-43350.
0 see: https://www.ny-trademark-lawyer.com/similastin-trademarks.html
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4. Distinctiveness

For the assessment of similarity between trademank®rds, we will stick
to the conclusion of the judgment of the Europeanr€in the first instanc¥®.
In this case, the issue of similarity between thadémark in the word
GANDER and the former Community trademark in therdv@anter was
considered. Regarding the assessment of the siyitafrthe sign, the court
emphasized: "(...) the principle statement is airtbat in the case of short
words, the parts in the middle are equally impdrtaas the parts at the
beginning or at the end of the sign." Such a figdiannot be justified by the
position of the previous instance that the attenti® only focused on the
insignificant difference in the middle of the twarks, while the identity of the
beginning and end of the mark is ignofédlhe European Court of First
Instance concludes that the differences betweertdhéicting marks are not
sufficient to negate their visual similarity andaththe trademarks are also
similar in an auditory sense. Considering the degfesimilarity, the mark, and
the identity of the product, in the specific case trisk of substitution
concerning the origin is confirmed. The informatiahout the manufacturer,
which is contained in one of the signs, can bergfdrtance for the assessment
of similarity, which was the subject of the decision the "Mustang”
judgment® The plaintiff in this dispute is Mustang Bekleidiswerke Gmbh &
Co., one of the largest manufacturers of denimhatgtin Germany and the
holder of the trademark rights in the word MUSTANS clothing; trademark
in the word MUSTANG for shoes; and word and imagelémark MUSTANG
for clothing and shoes. The shoe manufacturer enctmpany Mustang Inter
S.L. is being sued, whose seat is in Spain, andtwrd the holder of the
trademark right in word and image containing thgolaSixtyseven by Mustang
Inter SL Spairi’ The Federal Supreme Court of Germany points a@itghrt of
the words "from Mustang Inter SL Spain" cannot betted when assessing the
general impression of the 'sued's trademark, citiveg fact that it is a clear
reference to the manufacturer. However, in practice still accepted that the
manufacturer's data is part of the sign, the dominameaning or even
participation in determining the general impressabrithe trademark must not
be denied.

3 Judgment of the European Court of First Instahde374/09 - Lorenz Shoe Group v
OHMI - Fuzhou Fuan Leather.

% gee: curia.europa.eu/juris/liste.jsf?&num=T-374/0.

33Judgment of the Federal Supreme Court of Germagi, 204/01 Mustang, dated 22
July 2004, Gewerblicher

Rechtsschutz und Urheberrecht 10/2004, p. 865.

3 Vlaskovi, K, Development of the legal protection of well-knowadémarks in
German and European Union laWragujevac, 2015, p. 27.
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Namely, many companies mark shoes with manufactafermation, this
means that manufacturer information cannot be enhitt assessing the overall
impression of the defendant's trademark. MoredterMustang manufacturer's
mark in the defendant's trademark affects the gdirapression caused by this
trademark. The trademark MUSTANG INTER SL is onlgaat of MUSTANG,
while INTER is an abbreviation for INTERNATIONAL dnSL is information
about the legal form of the company, which mears toth parts are only
descriptive. The same applies to Spain, as itagigghic data. This means that
of all the parts of the MUSTANG INTER SL Spain |akenly the Mustang part
belongs to the reference to the origin functionwideer, the similarity between
the plaintiff's Mustang marks and the defendantsdwand figurative mark
taken as a whole is still too little for there te lan imminent threat of
substitution in terms of origin.

5. Conclusion

Through the analysis of the judgments of the Eumopgeourt of Justice, we
can note that the ECJ has clarified the meanirgjk&flihood of confusion" by
establishing the similarity or identity of a tradamk for infringement. The first
judgment dealing with this issue in 1997 (SabePuma) established some
fundamental propositions that helped to understahdt "identical signs" are
and how to assess, in several stages, the notitikelfhood of confusion.

The likelihood of confusion depends on severaldiactsimilarity between
the products or services, similarity between theksjadominant character of
the marks, distinctiveness of the mark, and theveeit public. How and which
of these factors will be applied depends on the.chisthe case of trademarks
with the usual degree of marking, it is a questdnprotection against the
danger of substitution, and in other cases, prioecof familiarity. The
difference can be seen in the fact that trademaiks a common degree of
marking are protected only if they are used to msirkilar products and
services, which means that the principle of spgciatill applies to these
trademarks.

The notion of similarities should be interpretechoerning the threat of
substitution, which is a specific requirement forotpction. Determining
whether there is a likelihood of confusion betwe®vo marks involves
comparing the marks as a whole. When comparingttagdemarks, the signs
should be analyzed in terms of appearance, souadnimg, and commercial
personality of the trademarks, whether there isikalihood of confusion
regarding the intended origin of the products. Btednine the similarity, the
general impression of the marks is relevant, wisctetermined based on the
distinctive and dominant elements of the marks. fitaetice has shown that the
degree of familiarity depends on the danger of t#ultien. Hence, the
European Court of Justice notes in a large pathefdecisions that there is
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similarity between the products, i.e. associatieven though the degree of
similarity is lower.

Consumers perceive products with one word regasdiesvhether the sign
consists of several components where one partmagwdous meaning (verbal
elements), while the rest is meaningless or haSexeht meaning.

Since trademark protection depends on the existehce likelihood of
confusion, marks with a more distinctive charactdther by themselves or
because of the reputation they possess in the makpy wider protection
than marks with a less distinctive character.

Zp Munnya LLlyToBa, BaHPEAHA rpogdecopka

[lpaBHor gakysirera, YHusepsutera "foye fenves” y LUty
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Ap Kcernja lNayHosuh, Hay4YHa capagHmya

Yunsepsurera y Kparyjesuy

ORCID: 0000-0002-2064-9419

OCHOBHU KPUTEPUJYMMU 3A YTBPHUBAKE OMNMACHOCTU
Ol BABYHE Y BE3U C MNOPEKJIOM NPOU3BOAA
Y MPABY XUrA

Pe3ume

Onacnocm 3a0yHe y 6e3u ¢ NOPEKIOM NPoU3800d je jeOan 00 memesbHUx
nojmMosa npasa dcued, jep je QYKHyuja 03Ha1asarba NOPeKia U3eopHa GyHKyuja
Jorcuea. 3a ymephuearbe oe 3amene HPUMERYJY ce Kpumepujymu Koju cy
npeosuhenu y un. 10 Ipeambyne Jupexmuse 89/104, nomom paseujenu y
cyockoj npakcu. Mopajy nocmojamu ceu, a wUxos8o nocmojarse ce ymepohyje
0080jeHO U He3AB8UCHO.

Cacneoasarvem ceux Kpumepujyma u mwuxooz mehycobnoz oonoca
3aKmyuyje 0 nocmojary onachocmu 3a0yne y 8e3u ¢ nopexkiom. Ilpu mome
HUDICU UHMEH3UmMem jeOHo2, MOJce ODUMU KOMNEH3UPAH SULUUM UHINEHIUMEmOoM
opyeoe. Taxo Huzak cmeneH CIUYHOCMU O3HAKA MOJCe OUMU KOMHEH3UPAH
BUCOKUM CTHENEHOM CAUYHOCMU NPOU3800a U OOPHYMO.

K./byllHe peuu. onacHocm 3616)/7-[6, 3auwmume, duHcmuHKmuenocm,
CJIUYHOCM O3HAaKe U np0u3600a.
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